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INTRODUCTION 

 
L-Nutra, Inc. (the “Applicant”), by counsel Thomas J. Speiss, III of Buchalter, 

A Professional Corporation, submits this Brief of the Applicant in support of its appeal of the 

refusal to register the applied-for mark, (hereinafter, the “Applicant’s Mark” or the “Mark”), 

pursuant to Section 2(e)(1) of the Trademark Act.  

 

I. STATEMENT OF THE CASE 

On January 13, 2020, Applicant filed the instant application, 5 DAY FASTING DIET, 

U.S. Trademark App. No. 88/757,432.   

In the Office Action dated February 5, 2020, the Examining Attorney issued an initial 

refusal of registration under Trademark Act Section 2(d), asserting that the Applicant’s Mark 

was confusingly similar to U.S. Registration No. 3,979,773 and under Trademark Act Section 

2(e)(1), asserting that the Applicant’s Mark “merely describes a feature, purpose or use of 

applicant’s goods.”  A final Office Action was issued September 8, 2020, making each of the 

mentioned rejections final.   

Applicant’s response to the final Office Action filed on March 8, 2021, successfully 

overcame the rejection under Trademark Act Section 2(d), asserting that the Applicant’s Mark 

was confusingly similar to U.S. Registration No. 3,979,773.  However, the merely 

descriptiveness rejection under Trademark Act Section 2(e)(1) and the Examining Attorney’s 

request for additional information have been maintained.  

The Applicant seeks to register a standard character mark containing the literal elements, 

“5 DAY FASTING DIET.”  This application recites the goods as, “nutritionally balanced 

prepared meals for medical use consisting primarily of grains, nuts and vegetables, sold to the 



 

5 
L9299.5231 BN 45765128v3 

consumer only after a medical consultation with a doctor or other medical personnel, or upon the 

completion of a medical questionnaire; nutritional meal replacement drinks, soups and snacks 

adapted for medical use, sold to the consumer only after a medical consultation with a doctor or 

other medical personnel, or upon the completion of a medical questionnaire,” in International 

Class 005.   

II. ARGUMENT 

A. Applicant’s Mark does not immediately convey information regarding 
the Applicant’s goods, and therefore cannot be Merely Descriptive. 

A term is descriptive if it clearly denotes what goods or services are provided in such a way 

that the consumer does not have to exercise powers of perception or imagination.  Railroad Salvage 

of Conn. Inc. 561 F. Supp. 1014, 1020 (1982).  To be regarded as “merely descriptive,” a mark must 

do nothing but describe the goods or services and have no significance other than being descriptive.  

Suggestive marks, on the other hand, require imagination, thought, or perception to reach a 

conclusion as to the nature of the goods or services.  If the mental leap between the mark and the 

product’s attributes “is not almost instantaneous, this strongly indicates suggestiveness, not 

descriptiveness.”  See Self-Realization Church v. Ananda Church of Self-Realization 59 F.3d 902, 

911 (9th Cir. 1995); see, also, In Re George Weston, Ltd., 228 USPQ 47 (TTAB 1985) 

(SPEEDI BAKE for frozen dough found to be suggestive because it only vaguely suggests a 

desirable characteristic of frozen dough, namely, that it quickly and easily may be baked into 

bread). 

Similarly, a term is considered merely descriptive if it immediately describes an ingredient, 

quality, characteristic, function, feature, purpose, or use of the specified goods or services.  See 

In re Dial-A-Mattress, 240 F.3d 1341, 1346 (Fed. Cir. 2001); see, also, In re Colonial Stores, Inc., 

157 USPQ 382, 385 (CCPA 1968) (SUGAR ‘N SPICE held not merely descriptive of bakery goods 
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because the “mark clearly does not tell the potential purchaser only what the goods are, their 

function, their characteristics, or their use”).  However, it is important to remember that the Courts 

have found that a mark that conveys some information about the goods and services offered is not 

fatal to registration.  TMEP §1209.01(a); see also In re Reynolds Metals Co., 480 F.2d 902 

(CCPA 1973) (finding BROWN-IN-BAG for plastic bags used to brown meats in suggestive and 

not merely descriptive).  Descriptiveness determinations are made only after considering a mark’s 

use, and the mark’s likely significance to the average purchaser in the marketplace.  See 

In re TMS Corp. of the Americas, 200 USPQ 57, 58 (TTAB 1978).   

Here, it is important to understand that the Applicant’s goods are “nutritionally balanced 

prepared meals for medical use consisting primarily of grains, nuts and vegetables, sold to the 

consumer only after a medical consultation with a doctor or other medical personnel, or upon the 

completion of a medical questionnaire; nutritional meal replacement drinks, soups and snacks 

adapted for medical use, sold to the consumer only after a medical consultation with a doctor or 

other medical personnel, or upon the completion of a medical questionnaire.”  (Emphasis added).  

Applicant’s nutritionally balanced prepared meals are only available to consumers after they have 

undergone a consultation with a doctor or other medical personnel, or after completion of a medical 

questionnaire.  Thus, Applicant’s goods are not available to the general consuming public but rather 

are only available to certain consumers in connection with medical guidance.  These distinctions are 

important to remember when considering the descriptiveness of the Applicant’s goods.  

In the present case, the Examining Attorney has improperly broken the Mark into its 

individual components rather than examining the mark as a whole.  “The commercial impression of 

a trademark is derived from the mark as a whole, not from its elements separated.  For this reason, a 

trademark must be considered in its entirety . . . .”  Estate of P.D. Beckwith, Inc. v. Comm’r of 
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Patents, 252 U.S. 538, 545-46, 40 S. Ct. 414, 64 L. Ed. 705 (1920).  When viewed in its entirety, 

the phrase “5 DAY FASTING DIET” is at most suggestive of the Applicant’s goods.  It does not 

immediately convey to one seeing or hearing the trademark, the thought of nutritionally prepared 

meals for use only after a medical consultation with a doctor or other medical personnel or upon the 

completion of a medical questionnaire. The Examining Attorney provided proposed definitions for 

each word.  The Examining Attorney provides the following definitions for the terms “DAY,” 

“FASTING,” and “DIET”: 

“The term ‘day’ is defined as ‘A period of twenty-four hours as a unit of time, 
reckoned from one midnight to the next, corresponding to a rotation of the 
earth on its axis.’”   

“The term ‘fast’ means to ‘eat sparingly or abstain from some foods’ and 
‘[t]he act or practice of abstaining from or eating very little food.’” 

“The term ‘diet’ means ‘to cause to eat and drink sparingly or according to 
prescribed rules’ and ‘[a] special course of food to which one restricts oneself, 
either to lose weight or for medical reasons.’” 

However, this is the Examining Attorney’s own perceived idea of the definition of the Mark, 

rather than a true definition.  The Examining Attorney has provided evidence in the form of a 

dictionary definition for the term “FAST.”  This dictionary evidence demonstrated that the term 

“FAST” has 37 different meanings, including: 

 Firmly fixed 
 Tightly shut 
 Adhering firmly 
 Not easily freed: stuck 
 Stable 
 Firmly loyal 
 Characterized by quick motion 
 Moving or able to move rapidly/quickly 
 Taking a comparatively short time 
 Imparting quickness of motion 
 Accomplished quickly 
 Agile of mind 
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 Conducive to rapidity of play or action 
 Of a timepiece or weighing device – your clock is two minutes fast 
 Contributing to a shortening of exposure time 
 Acquired with unusually little effort and often by shady or dishonest methods 
 Securely attached 
 Tenacious 
 Sound asleep 
 Of sleep:  not easily disturbed  
 Not fading or changing color readily 
 Actively seeking excitement and pleasure 
 Resistant to change (e.g., holding ‘fast’ to something) 
 In a firm or fixed manner 
 In a sound manner:  deeply 
 In a rapid manner:  quickly 
 In quick succession 
 In a reckless or dissipated manner 
 Ahead of a correct time or schedule 
 To abstain from food 
 To eat sparingly or abstain from some foods 
 The practice of fasting 
 A time of fasting 
 Something that fastens (such as a mooring line) or holds a fastening 
 In a quick and intelligent way 
 Quickly and in a way that is meant to deceive or persuade someone 
 Totally loyal 

This long list of various and distinct definitions clearly demonstrates that the term 

“FAST” has numerous meanings and therefore cannot immediately convey any one specific 

definition; and therefore, cannot immediately convey the Examining Attorney’s proposed 

definition.  By definition, it is impossible for a term having multiple definitions to convey one 

specific idea or meaning.  While some consumers may interpret the word “fast” to be referring to 

“fasting,” this interpretation requires the consumer to use thought, perception, and imagination to 

reach this conclusion.  On the other hand, many consumers will not come to the same conclusion 

and may interpret the word “fast” to mean any of the numerous definitions associated with the 

term.  For example, when considering the 37 possible definitions provided by the Examining 

Attorney, a consumer could interpret “FASTING” to mean “stable” or “in quick succession”.  
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These are reasonable definitions that could be applied to the Applicant’s Mark.  With this in 

mind, it is clear that potential consumers will not come to an immediate conclusion either as to 

the meaning of the Mark or the goods Applicant is actually providing.  Rather, consumers will 

need to take a mental pause and use thought, perception, and imagination in order to come to a 

conclusion as to the Applicant’s goods.  Such actions are the exact definition of a suggestive 

mark.  (A suggestive mark requires imagination, thought and perception to reach the conclusion 

as to the nature of the goods.  See, TMEP 1209.01(a).) 

The Examining Attorney was also required to take a mental pause and use thought and 

perception to reach the conclusion as to the nature of the Applicant’s goods in order to opine that 

the Applicant’s Mark is merely descriptive.  Applicant respectfully submits that the fact that the 

Examining Attorney had to creatively combine various meanings of different words to create a 

potential definition for the Mark proves that the Mark cannot immediately convey anything about 

the Applicant’s goods.  A word or phrase that has more than one definition is incapable of 

immediately conveying a specific definition because it has multiple meanings.  Thus, the Mark 

cannot be merely descriptive, and is at most suggestive of the Applicant’s goods. 

B. The Mark is at Most Suggestive of the Applicant’s Goods. 

Applicant respectfully submits that the Mark is at most suggestive of the Applicant’s 

goods.  If a consumer must exercise imagination, thought, and perception to reach a conclusion 

as to the nature of the goods or services the term indicates, the term is suggestive and not merely 

descriptive.  Equine Technologies, Inc. v. Equitechnology, Inc., 68 F.3d 542, 36 U.S.P.Q.2d. 

1659 (1st Cir. 1995) (imagination is required to connect EQUINE TECHNOLOGIES to horse 

hoof care products); Dial-A-Mattress Operating Corp. v. Mattress Madness, Inc., 

841 F. Supp. 1339, 1347, 33 U.S.P.Q.2d 1961, 1966 (E.D.N.Y. 1994) (“The phrase ‘dial a 
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mattress,’ while certainly establishing a link between the telephone and bedding products, does 

not begin to describe the nature, scope or extent of the services that the name has come to 

represent.); Elizabeth Taylor Cosmetics Co. v. Annick GoutaL S.A.R.L., 673 F.Supp. 1238, 1244, 

5 U.S.P.Q.2d 1305, 1309-10 (S.D.N.Y. 1987) (finding “Passion” suggestive as applied to 

perfume because it describes an emotion the fragrance seeks to induce).  Pacquin-Lester Co. v. 

Charmaceuticals, Inc., 484 F.2d 1384, 179 U.S.P.Q. 45 (C.C.P.A. 1973) (SILK is suggestive of 

skin care products that are designed to give the user soft or smooth skin); In re Conti, 

220 U.S.P.Q. 745 (TTAB 1983) (SHEER PERFECTION for makeup for legs and body is 

suggestive of the sheer appearance of fine hosiery for the legs without the need for hosiery); 

Glow Industries, Inc. v. Lopez, 252 F. Supp. 2d 962, 1001 (C.D. Cal. 2002) (finding the GLOW 

mark to be suggestive rather than descriptive because the mark does not directly describe the 

attributes of Glow, Inc.’s perfume, but refers suggestively to the positive feelings one will 

achieve by using the product). 

Thus, a mark is descriptive if it clearly and immediately denotes what goods or services 

are provided in such a way that the consumer does not have to exercise powers of perception or 

imagination.  See, Purolator, Inc. v. EFRA Distributors, Inc., 524 F.Supp. 471, 477 

(D.P.R. 1982); aff’d 687 F.3d 554, 216 USPQ 457 (1st Cir. 1982).  Therefore, the more 

imagination, thought, and perception that a consumer must use to determine the offered goods 

and services, the more likely the term is suggestive rather than descriptive.  See, Stix Products, 

Inc. v. United Merchants & Manufacturers, Inc., 160 USPQ 777, 788 (DCNY 1968).  

Here the term “FASTING” is not merely descriptive, but rather is suggestive of the goods.  

The Mark is at most suggestive because the Mark does not provide any information regarding the 

Applicant’s goods.  In fact, a potential consumer will not be able to immediately understand the 
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goods to be nutritionally prepared meals for use only after a medical consultation with a doctor or 

other medical personnel or upon the completion of a medical questionnaire, simply by viewing the 

Mark.  While a potential consumer may guess that the goods may relate to a diet plan, a consumer is 

more likely to believe that the goods are related to providing information regarding a type of diet 

plan rather than actually providing nutritionally prepared meals.  Furthermore, nothing about the 

Mark suggests or even conveys to a consumer that the goods are only available after a medical 

consultation with a doctor or other medical personnel or upon the completion of a medical 

questionnaire.  Thus, the consumer is left wondering what the Applicant’s goods actually are.    

The Examining Attorney’s own proposed definition of the Mark, along with the multiple 

meanings of the term “FAST,” supports the finding that the Mark is at most suggestive of the 

Applicant’s goods.   

As discussed above, the Examining Attorney proposes that the Mark means to “eat 

sparingly or abstain from some foods” and “the act or practice of abstaining from or eating very 

little food.”  The Applicant provides specially prepared meals for individuals to consume during 

a specific time period.  Applicant’s specialized nutritionally prepared meals allow the body to 

mimic the benefits and outcomes of a true and actual fasting diet (i.e., abstaining from most, if 

not all food), all while consuming Applicant’s healthy and nutritious foods.   

The Mark is intended to suggest or conjure the image of a fasting meal plan because the 

body is medically induced (or “tricked”) into believing that the individual is fasting when 

consuming Applicant’s nutritionally prepared meals.  Thus, the individual receives the medical 

benefits of fasting without the negative side effects of actually abstaining from food, such as 

headaches, lethargy, and mood swings.  As such, the Mark uses the term “FASTING” in an 

entirely suggestive manner to invoke or imply that consuming its nutritionally prepared meals 
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and food products will result in the body believing that the individual is fasting, thus receiving 

the medical benefits of fasting, when in reality the individual is consuming specially nutritionally 

prepared meals.  Thus, the Mark requires consumers to use their imagination, thought, or 

perception to attempt to determine the Applicant’s goods.  Accordingly, the Mark is at most 

suggestive, and cannot – and does not ─ merely describe the Applicant’s goods.   

Even if arguendo a consumer were able to use his imagination, thought and perception to 

make an assertion between the Mark and the Applicant’s goods and services (which is very 

unlikely), the Applicant’s Mark is still not merely descriptive.   

C. Third Party Registrations for Similar Marks Support Registration 
of Applicant’s Mark. 

The Trademark Office’s own treatment of marks containing the word “FAST” further 

supports Applicant’s position that the Mark is not descriptive of Applicant’s goods.  Specifically, 

other marks containing the term “FAST” have been registered.  Notably, the following 

registrations are registered on the Principal Register rather than the Supplemental Register and 

do not include any disclaimers of the term “FAST” or “FASTING” even when the goods have 

some connection to food or nutritional products.  If the following marks were allowed to register 

on the Principal Register, Applicant’s Mark should be afforded the same treatment.  The 

corresponding trademark records are attached as Exhibit A. 

Reg./App.  
No. 

Mark Goods / Services Status 

5,903,366 FAST LYTE Class 5:  Electrolyte drinks for medical 
purposes; Electrolyte replacement solutions; 
Electrolytes for medical use; Dietary 
supplement drink mixes; Dietary supplement 
for eliminating toxins from the intestinal tract; 
Dietary supplemental drinks in the nature of 
vitamin and mineral beverages; Dietary 
supplements; Dietary supplements for human 
beings and animals; Dietary supplements for 

Registered 
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Reg./App.  
No. 

Mark Goods / Services Status 

human consumption; Dietary supplements for 
urinary health; Dietary supplements in the 
nature of weight loss powders; Dietary and 
nutritional supplements; Dietary and 
nutritional supplements for endurance sports; 
Dietary and nutritional supplements used for 
weight loss; Dietary beverage supplements for 
human consumption in liquid and dry mix 
form for therapeutic purposes; Dietary food 
supplements; Dietary pet supplements in the 
form of pet treats; Ketogenic dietary and 
nutritional supplements used for weight loss; 
Ketone ester beverages for use as a dietary 
supplement; Liquid nutritional supplement; 
Mineral supplements; Mineral food 
supplements; Mineral nutritional 
supplements; Natural supplements for treating 
depression and anxiety; Nutraceuticals for use 
as a dietary supplement; Nutritional 
supplement for eliminating toxins from the 
body; Nutritional supplement for eliminating 
toxins from the intestinal tract; Nutritional 
supplements; Powdered fruit-flavored dietary 
supplement drink mix; Powdered nutritional 
supplement concentrate; Powdered nutritional 
supplement drink mix… 

5,869,466 BRAIN FAST Class 5:  Dietary and nutritional supplements; 
liquid nutritional supplement; powdered 
nutritional supplement drink mix.  

Registered 

87/811,095 VITAFAST Class 5:  Nutritionally balanced prepared 
meals for medical use consisting primarily of 
grains, nuts and vegetables; nutritional meal 
replacement drinks, soups and snacks adapted 
for medical use; herbal teas for medical 
treatments; dietary supplements; food 
supplements; nutritional supplements; vitamin 
and mineral supplements; Nutritional plant-
based supplements containing algal oil, 
vegetable powders, and vitamins and 
minerals… 
Class 44:   Dietary and nutritional guidance; 
Providing information about dietary 
supplements and nutrition; Nutrition, dietary 
and food nutrition counseling; Food nutrition 

Allowed; 
later 
expressly 
abandoned  
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Reg./App.  
No. 

Mark Goods / Services Status 

consultation 
5,488,007 

 

Class 5:  Nutritional supplements, namely, 
pre-workout powders, protein powders, 
vitamins, minerals, meal replacement bars and 
weight loss supplements 

Registered 

5,313,318 FASTBLAST Class 5:  Nutritional and dietary supplements; 
meal replacement bars, namely, meal 
replacement bars adapted for weight loss 
purposes, nutritional supplement energy bars 

Registered 

5,115,935 PROBIOTIC 
FASTMELT 

Class 5:  dietary supplements containing 
probiotics; nutritional supplements containing 
probiotics 

Registered 

4,699,388 FASTCHEWS Class 5:  dietary and nutritional supplements Registered 
5,510,665 FAST TRACK 

SNACK 
Class 5:  Protein supplements; Nutritional 
supplements; Nutritional supplements in the 
form of powders; Nutritional supplements, 
namely, probiotic compositions; Vitamins; 
Dietary and nutritional supplements used for 
weight loss 
Class 30:  cookies; crackers; pastries; bread 

Registered 

5,483,365 FAST TRACK 
NUTRITION 

Class 5:  Protein supplements; Nutritional 
supplements; Nutritional supplements in the 
form of powders; Nutritional supplements, 
namely, probiotic compositions; Vitamins; 
Dietary and nutritional supplements used for 
weight loss 
Class 30:  cookies; crackers; pastries; bread 

Registered 

5,162,631 FAST STIX Class 5:  dietary and nutritional supplement 
powder packs 

Registered 

4,142,139 FAST PACK Class 5:  electrolyte drinks for medical 
purposes 

Registered 

1,637,377 MIGHTY 
FAST 

Class 5:  powder dietary drink mix Registered 

5,398,689 FASTING 
STUDIO 

Class 5:  Pharmaceutical preparation for skin 
care; dietary supplements for humans 
consumption; lacteal flour for babies; dietetic 
beverages adapted for medical purposes; 
dietetic food adapted for medical purposes; 
beverages for babies, namely, electrolyte 
replacement solution; food for babies; dietary 
supplements for animals 

Registered 
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These third party registrations demonstrate that a mark containing the word “FAST” and 

variants thereof are capable of acting as an indicator of source.  The foregoing chart and attached 

registration records clearly establish that language similar to Applicant’s Mark for anything food 

and nutritionally related does not automatically render a mark “merely descriptive.”  These 

registration records indicate that other Examining Attorneys have found such marks to be 

registrable.  In addition, these registrations establish that consumers have been trained to view 

similar marks as an indication of source origin, rather than as a description, in certain 

circumstances.    

D. There is Insufficient Evidence to support the Rejection of the Mark based 
on Mere Descriptiveness. 

Furthermore, Applicant respectfully contends that the Office Action does not cite 

sufficient evidence to support the assertion that a consumer seeing the Mark in its entirety would 

immediately make a determination as to the Applicant’s goods, which are nutritionally prepared 

meals for use only after a medical consultation with a doctor or other medical personnel or upon 

the completion of a medical questionnaire, and immediately know the intended use, purpose, 

and/or function of the goods.  Specifically, the Examining Attorney has not provided any 

evidence to demonstrate that consumers would understand that Applicant’s nutritionally prepared 

meals are only for use after a medical consultation with a doctor or other medical personnel or 

upon the completion of a medical questionnaire.  

 Fasting Supplements:  This internet evidence discusses a use of multi-vitamins and 

mineral supplements to provide healthy support for the body.  However, this article 

does not use the Mark in a descriptive fashion in connection with the Applicant’s 

goods.  Thus, this evidence is not relevant to show descriptiveness of the Mark.  
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 Intermittent Fasting Supplements that Help with Energy & Hunger 

Suppression:  This article discusses the benefits of intermittent fasting and how 

supplements can provide additional energy and support.  However, this article does 

not use the Mark in a descriptive fashion in connection with the Applicant’s goods.  

Thus, this evidence is not relevant to show descriptiveness of the Mark. 

 Beginners Guide to Intermittent Fasting: Science and Supplementation:  This 

article discusses a variety of different types of fasting diets and their benefits.  

However, once again the provided internet article does not use the Mark in a 

descriptive fashion in connection with the Applicant’s goods, and therefore, is not 

relevant to demonstrate descriptiveness of the Mark.  

 Can You Take Supplements While Fasting?  What you Need to Know:  This 

article discusses intermittent fasting and the use of supplements to support 

intermittent fasting.  However, this article does not use the Mark in a descriptive 

fashion in connection with the Applicant’s goods.  Thus, this evidence is not relevant 

to show descriptiveness of the Mark.  

 Why Should I Be Careful About Supplements While Fasting?:  This article 

discusses concerns for taking dietary supplements while fasting.  The article notes 

that some supplements will actually interfere with the positive effects provided from 

fasting, thus, noting that supplements are not always recommended for individuals 

who are fasting.  Once again though, this article does not use the Mark in a 

descriptive fashion in connection with the Applicant’s goods, and therefore, is not 

relevant to show descriptiveness of the Mark.  
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 The Best Supplements if You Are on a Restrictive Diet:  This article discusses 

fasting and appropriate dietary supplements to consume while fasting.  However, this 

article does not use the Mark in a descriptive fashion in connection with the 

Applicant’s goods, and therefore, is not relevant to show descriptiveness of the Mark.  

 The Beginner’s Guide to the 5:2 Diet:  This article discusses the benefits of fasting 

for two days within a seven day period of time, noting that the fasting days should not 

be done consecutively.  Despite the fact that the article discusses a ratio of fasting and 

non-fasting days, the article fails to use the Mark in a descriptive fashion in 

connection with the Applicant’s goods.  Thus, this internet evidence is not relevant to 

show descriptiveness of the Mark.  

 What to know about the 500-calorie diet:  This article discusses a diet consisting of 

consuming just 500 calories a day, including the dangers and concerns for following 

such a diet.  Rather than supporting use of a severely restricted calorie diet, the article 

actually cautions away from following such a diet.  Furthermore, the article fails to 

use the Mark in a descriptive capacity in connection with Applicant’s goods.  Thus, 

this article is not relevant to show descriptiveness of the Mark.  

 Five-day fasting diet could fight disease, slow aging:  This article discusses the 

benefits of following a fasting diet for a period of 5 days.  Despite recommending a 

fasting diet be followed for a certain amount of time, the article fails to use the Mark 

in a descriptive capacity in connection with Applicant’s goods.  Thus, this article is 

not relevant to show descriptiveness of the Mark. 

 Could a 5-Day Fasting Diet Prolong Your Life?:  This article discusses the benefits 

of following a fasting diet for a period of 5 days.  Despite recommending a fasting 
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diet be followed for a certain amount of time, the article fails to use the Mark in a 

descriptive capacity in connection with Applicant’s goods.  Thus, this article is not 

relevant to show descriptiveness of the Mark.  

 The 5:2 Diet – Feasts for Fast Days:  This article provides a number of recipes that 

can be made for days when consuming 500 calories or less.  These recipes are 

unrelated to Applicant’s goods and therefore fail to descriptively use the Mark in 

connection with the Applicant’s goods.  Thus, this article is not relevant to show 

descriptiveness of the Mark.  

As discussed, the internet evidence provided by the Examining Attorney fails to use the 

Mark in a descriptive capacity in connection with the Applicant’s goods.  As such, none of the 

provided internet evidence is relevant to show descriptiveness of the Mark.  

E. Where there is a question of mere descriptiveness or suggestiveness, the Office 
is to resolve in favor of the Applicant and rely on the publication function. 

Because the line between merely descriptive and suggestive marks is “so nebulous,” the 

Board takes the position that doubt is resolved in favor of the Application on the assumption that 

competitors have the opportunity to oppose registration once published and to present evidence 

that is usually not present in an ex parte examination.  See J. MCCARTHY, 2 McCarthy on 

Trademarks and Unfair Competition, supra, at § 11.51, p. 11-189; see, also, In re Conductive 

Systems, Inc., 220 U.S.P.Q. 84 (T.T.A.B. 1983) (doubts under §2(e)(1) about the merely 

descriptive nature of a term are resolved in favor of the Applicant).  Accordingly, Applicant’s 

Mark is not merely descriptive but at most could be considered suggestive.   

III. REQUEST FOR INFORMATION 

In response to the Examining Attorney’s request for information, Applicant provides the 

following answers to the Examining Attorney’s questions presented in the Office Action.  



 

19 
L9299.5231 BN 45765128v3 

(1) Are the goods used as part of a restricted calorie diet? 

The Applicant’s goods are intended to be consumed while following the Applicant’s diet 

plan only after consultation with a medical doctor or medical personnel or upon completion of a 

medical questionnaire.  Food is being consumed in this plan, in the form of soups, crackers, 

olives, nut bars and specially-formulated chocolate tasting bars, as well as specially formulated 

drinks and herbal teas.  Through this combination of food products, the body has the “internal 

belief” that no food is being consumed, when food actually is being consumed, thus suggesting 

to the body that the body is abstaining from food but in reality the body is consuming food.   

(2) Are the goods used as part of a fasting diet? 

The Applicant’s goods are used by individuals who wish to receive the benefits of a fast 

without following a strict, “no food” diet.  As discussed above, food is being consumed, in the 

form of soups, crackers, olives, nut bars and specially-formulated chocolate tasting bars, as well 

as specially formulated drinks and herbal teas. The food is scientifically designed to mimic how 

the body reacts when undergoing a fast, when in reality the body is consuming food.  The term 

“fast/fasting” is being used to be suggestive of how the body interprets and processes the food.  

(3) Are the goods advertised to be used as part of a restricted or fasting diet? 

The Applicant’s goods are recommended to be consumed while following the restricted 

diet, which consists of soups, crackers, olives, nut bars and specially-formulated chocolate 

tasting bars, as well as specially formulated drinks and herbal teas. This meal plan is only 

followed after consultation with a medical doctor or medical personnel or upon completion of a 

medical questionnaire.  

/ / / 

/ / / 
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(4) Are the goods meant or advertised to be used over a period of time?  If so, please 
specify. 

Yes.  The Applicant’s goods are meant to be used in 5-day increments.  

(5) Are the goods meant or advertised to be used over a period of five days? 

Yes.  The Applicant’s goods are meant to be used in 5-day increments.  

(6) While on applicant’s diet, are users recommended to restrict calories by using 
the identified goods in lieu of regular food? 

Applicant respectfully takes exception with the use of the term “regular food.”  The use of this 

term provides an assumption that Applicant’s soups, crackers, olives, nut bars and specially-

formulated chocolate tasting bars, as well as specially formulated drinks and herbal teas, are 

somehow “irregular.”  This is not the case.  Rather, it is the consumption of a unique 

combination of these specially formulated food products, in their recommended order of 

consumption (without the consumption of food products not part of the food program), that 

provides the benefit to consumers.    

(7) While on applicant’s diet, are users recommended to restrict calories by using 
the identified goods in addition to regular food? 

As discussed above, Applicant takes exception with the term “regular food.”  The use of 

this term provides an assumption that Applicant’s soups, crackers, olives, nut bars and specially-

formulated chocolate tasting bars, as well as specially formulated drinks and herbal teas, are 

somehow “irregular.”  This is not the case.  Rather, it is the consumption of a unique 

combination of these specially formulated food products, in their recommended order of 

consumption (without the consumption of food products not part of the food program), that 

provides the benefit to consumers.    

/ / / 

/ / / 
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CONCLUSION 

In view of the above remarks, the Applicant respectfully requests that the Board reverse 

the refusal under Section 2(e)(1) of the Trademark Act and that the Applicant’s Mark be 

approved for publication and registration on the Principal Register. 

 

  Respectfully submitted, 
DATED:  June 1, 2021  

 

  
 By: 

  Thomas J. Speiss, III 
Attorney for Applicant, 
L-Nutra, Inc. 
C:  (310) 490-3373 
E:  TSpeiss@buchalter.com  

 


















































